\ Tmited States R\tent and 




APPLICATION NO. 
09/837,446 



FILrNG DATE 
04/17/2001 



FIRST NAMED INVENTO R 
Eugene C. Butcher 



7590 



04/22/2002 

Pamela J. Sherwood 

BOZICEVIC, FIELD & FRANCIS LLP 

Suite 200 

200 Middlefield Road 
MenloPark,CA 94025 



WoshinBton, D.C. 20231 
www.uspto.gov 



[ attorney DOCKET NO. I CONHRMATION NO. "| 



STANllOCON 



4334 



EXAMINER 



ROARK, JESSICA H 



ART UNIT 



PAPER NUMBER 



1644 

DATE MAILED: 04/22/2002 



7 



Please fiad below and/or .Bached an Office co«ca.io„ concemmg to app«^^^^^^ 
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09/837,446 
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Jessica H. Roark 
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BUTCHER ET AL. 



Art Unit 

1644 



'^SHORTENED STATUTORV PERIOD POR REPLY ,S SET TO EXPIRE , MONTH,S, PROM 

" S patent term adjustment See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to connmunication(s) filed on . 

r-, . • iriKiAi 2b^l^ This action is non-final. 

Disposition of Claims 

4)13 Claim(s) IM is/are pending in tlie application. 



4a) Of the above c!a 



,;rn(c) is/are withdrawn from consideration. 



5) 0 Claim(s). 

6) 0 Claim(s). 

7) D Claim{s). 



is/are allowed, 
is/are rejected, 
is/are objected to. 



m Claim(s) m are subject to restriction and/or election requirement. 
Application Papers 

90 The specification is objected to by the Examiner. 

10)D The drawing(s)fi.edon_is/are:a)Dacceptedorb)a Objected to by the Exam^^^^^^^^^ 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1^85(a). 
Appiicani may nu m . ^ i«. aooroved b^D disapproved by the Examiner. 

1 1 )□ The proposed drawing correction filed on is. a)U approved oju o w 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd) or (f). 

a)D All b)n Some * c)D None of. 

1 □ Certified copies of the priority documents have been received. 

2 0 certified copies of the priority documents have been received in Application No^ • 

30 copies Of the certified copies of the pnority <^o^^^^^^^^^-^ received in this National Stage 

^Seetheatta^rrdSSor^^^^^^^ 

.)n:::re^^^^^^^^^^^^ 

a) □ The translation of the foreign language provisional aPPHcation ^as been receded 
15)S Aclnowledgment is made of a claim for domestic pnority under 35 U.S.C. §§ 120 and/or 
Attachment(s) ^ ^^^^^^ ^^^^^ ^p^Q_4^3j ^^^^ ^^^^y . 

1) □ Notice of References Cited (PTO-892) p, \n^ama\ Patent Application (PTO-152) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948 y 

3) □ information Disclosure Stalemenl(s> (PTO-1449) Paper No(s) . 6) U omer. 
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DETAILED ACTION 



Sequence Compliance 

1 . The instant application appears to be in sequence compliance for patent applications containing 
nucleotide sequence and/or amino acid sequence disclosures. 



Restriction Requirement 

2 Please Note: In an effort to enhance communication with our customers and reduce processing time, 
Group 1640 is running a Fax Response Pilot for Written Restriction Requirements A dedicated Fax 
macWne >s in place to receive your responses. IT.e Fax number is 703-308-43 15. A Fax cover sheet is 
attached to this Office Action for your convenience. We encourage your participaaon in uns . ... 
program. If you have any questions or suggestions please contact Paula Hutzell Ph.D. Supervisory 
Kt ExanJner at Paula Hutzell@uspto.gov or 703-308-4310. Thank you in advance for allowing us to 
enhance our customer service. Please limit the use of this dedicated Fax number to responses to Wntten 
Restrictions. 



Independent Claims 1 and 13 broadly recite methods of "modulating" which encompasses administenn^ 
"agents" that are either "agonist" or "antagonists". Page 5 of the specification indicates that agonists 
are administered to attract systemic memory T cells (i.e. to stimulate cell trafficking), whereas 
"antagonists" are administered to block trafficking of systemic memory T cells. Thus a recitation oi 
"modulating" encompasses two mutually exclusive methods. 

In addition, dependent claim 9 recites two "agonists" that do not share asubstantml stmcturalfeat^^^^^ 
essential to a common utility. Dependent claims 21 and 22 recite individual ^tibody "antagonists that 
do not share a substantial structural feature essential to a common utility. Individual antagonists and 
agonists that to not share a substantial structural feature essential to a common utility su^ect to 
restriction, rather than election of species (as per MPEP 803.02), within the context of the particular 
method. 

The restriction has therefore been set forth for the methods encompassing each recited structurally distinct 
antagonist agent and each recited structurally distinct agonist agent as separate groups, irrespective of the 
format of the claims. 

Finally, it is noted that many other structurally distinct products are encompassed by the term "agent" If 
claims are introduced during the course of prosecution that recite other "agents which lack a substantial 
structural featiire essential to a common utility, then a supplemental restriction requirement may be 
issued. 
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4 Restriction to one of the following inventions is required under 35 U.S.C. § 121: 

I Claims 1-9 and 13-17, drawn to a method of attracting systemic memory T cells by administering an 

agonist agent that is TARC, classified in Class 424, subclass 85.1. 

n Claims 1-9 and 13-17, drawn to a method of attracting systemic memory T cells by administering an 
agonist agent that is MDC, classified in Class 424, subclass 85.1. 

ni Claims 1-7 and 10-21, drawn to a method of blocking trafficking of systemic mem^oryT ce^^^^ 
SnSlrnng a^antagonist agent that is an antibody to CCR4, classified in Class 424, subclass 143.1. 

IV Claims 1-7 10-20 and 22, drawn to a method of blocking trafficking of systemic memory T cells by 
LSnng an antagonist agent that is an antibody to the CCR4 ligand TARC, classified m Class 
424, subclass 145.1. 

V Claims 1-7 10-20 and 22, drawn to a method of blocking trafficking of systmiic memory T c 
TdSiing 'an antagonist'agent that is an antibody to the CCR4 ligand MDC, classified m Class 

A _,-t-_1 t AC 1 

5 Groups I-V are different methods. As noted supra, each method differs with respect to one or more of 
the hl^Sents administered, method steps, patient populations and/or endpoints; therefore, each method 

is patentably distinct. 

6. Tliese inventions are distinct for the reasons given above. In addition, they ^^^^^^^^'^l^^ 
status in the art as shown by different classification and/or recognized divergent subject matter. Further 
v^tCh^ some cases the classification is shared, a different field of search would be required based 
uZ t stcturally distinct products administered and the various methods of use composing distinct 
Sod steps which reach different endpoints. Therefore restriction for examination purposes as 
indicated is proper. 



7 Applicant is advised that the response to this requirement to be complete must include an election of 
the invention to be examined even though the requirement be traversed. 

8 AoDlicant is reminded that upon the cancellation of claims to a non-elected invention, the inventorship 

be a^^^^^^^^^^ compliance with 37 C.F.R. § 1 .48(b) if one or more of the currentiy named inventors 
is no longer an inventor of at least one claim remaining in the application. ^y ^^^^j^j!" ^^^^ 
inventorship must be accompanied by a diligently-filed petition under 37 C.F.R. § 1 .48(b) and by the tee 
required under 37 C.F.R. § 1.17(h). 
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,.A.y,n,ui,yc«„oemi„g.hi.— «o„o,ear~ 

d„«.ttd to Je^ica Roark whose 'f^^'^'^T^S.^MA^ »" '"^ ^"^""""'^ 

^^ri'S^^s^o^istis^ 

telephone number is (703) 308-0196. 

o.,k«,itfP^ tr> Tpchnoloffv Center 1600 by facsimile transmission. 
Papers related to this application may be si^m itted '^^''^^^^ ^^^^^ i„ Crystal Mall 1 . 

(November 15, 1989). The CMl Fax Center telephone number is (703) 305 3U14. 

Jessica Roark, Ph.D. 
Patent Examiner 
Technology Center 1600 

April 22, 2002 %iu^p C^ M()(iU 

PHILLIP GAMBEL.PH.D 
PRIMARY EXAMINER 



